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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-5, 10-13 and 15-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Applicant's Submission of Prior Art (ASPA) in view of Friesch ('453) 
and further in view of Takeda et al. ('821 ). 

ASPA discloses a plurality of tickets comprising a sheet of stock paper having 
perforations defining detachable tickets therebetween (as seen Fig. 1 , Prior Art). 

ASPA discloses the claimed invention except for the substrate having a caliper 
characteristic between 5 and 8 points. 

Friesch discloses that it is known to provide substrates with a caliper of 7 or less 
(which is between 5 and 8). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time of the invention to provide the substrate as disclosed 
by ASPA with a caliper of 7, as taught by Friesch, to provide the substrate with a 
dimension that reduces storage space and is economically manufactured. 

ASPA, as modified by Friesch, discloses the claimed invention except for the 
claimed opacity characteristic of less than 98%. 

Takeda et al. disclose synthetic paper substrates having an opacity value of 97% 
(which is less than 98%). Therefore, it would have been obvious to one having ordinary 
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skill in the art at the time of the invention to provide the substrate as disclosed by ASPA 
with an opacity value less than 98%, as taught by Takeda et al., to optimally obscure 
the appearance of the substrate. 

Regarding claims 2 and 16, ASPA, as modified by Friesch and Takeda et aL, 
discloses the claimed invention except for the claimed number of tickets on the roll 
being 1000 or 2000. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to provide any required number of tickets on the roll, 
since it has been held that discovering an optimum value of a result effective variable 
involves only routine skill in the art. In re Boesch, 617 F. 2d 272, 205 USPQ 215 (CCPA 
1980). Furthermore, applicant has failed to disclose that these values are critical to the 
invention. 

Regarding claims 3, 15 and 17, ASPA, as modified by Friesch and Takeda et al M 
discloses the claimed invention except for the diameter of the roll being less than 4.5 
inches or 6.5 inches. It would have been an obvious matter of design choice to provide 
any required dimension for the diameter of the roll, since such a modification would 
have involved a mere change in the size of a component. A change in size is generally 
recognized as being within the level of ordinary skill in the art. In re Rose, 105 USPQ 
237 (CCPA 1955). Furthermore, applicant has failed to disclose that these values are 
critical to the invention. 

Regarding the stock paper being reply card stock paper (claims 4 and 13), a 
recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
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distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In a claim drawn to a process of 
making, the intended use must result in a manipulative difference as compared to the 
prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 
459 (CCPA 1963). In this case, the stock paper disclosed in Fig. 1 , Prior Art is capable 
of performing the intended use of being reply card stock paper. 

Regarding claims 5, 10, 11, 12 and 18, see the above rejections to claim 1. 

3. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over ASPA in 
view of Friesch. 

ASPA discloses a plurality of tickets comprising a sheet of stock paper having 
perforations defining detachable tickets therebetween (as seen Fig. 1 , Prior Art). 

ASPA discloses the claimed invention except for the substrate having a caliper 
characteristic between 5 and 8 points. 

Friesch discloses that it is known to provide substrates with a caliper of 7 or less 
(which is between 5 and 8). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time of the invention to provide the substrate as disclosed 
by ASPA with a caliper of 7, as taught by Friesch, to provide the substrate with a 
dimension that reduces storage space and is economically manufactured. 
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4. Claims 1-5, 10-13 and 15-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Austin, Jr. ('201 ) in view of Friesch and further in view of Takeda et 
al. 

Austin, Jr. discloses a tube (26) and a plurality of tickets wrapped around the 
tube, the plurality of tickets having interconnected ends defining rows of perforations 
therebetween (see coL 1, lines 67-68 through col. 2 lines 1-2). 

Austin, Jr. discloses the claimed invention except for the range of the caliper 
characteristic being between 5 and 8. 

Friesch discloses that it is known to provide substrates with a caliper of 7 or less 
(which is between 5 and 8). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time of the invention to provide the substrate as disclosed 
by Austin, Jr. with a caliper of 7, as taught by Friesch, to provide the substrate with a 
dimension that reduces storage space and is economically manufactured. 

Austin, Jr., as modified by Friesch, discloses the claimed invention except for the 
claimed opacity characteristic of less than 98%. 

Takeda et al. disclose synthetic paper substrates having an opacity value of 97% 
(which is less than 98%). Therefore, it would have been obvious to one having ordinary 
skill in the art at the time of the invention to provide the substrate as disclosed by 
Austin, Jr. with an opacity value less than 98%, as taught by Takeda et al., to optimally 
obscure the appearance of the substrate. 

Regarding claims 2 and 16, Austin, Jr., as modified by Friesch and Takeda et al., 
discloses the claimed invention except for the claimed number of tickets on the roll 
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being 1000 or 2000. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to provide any required number of tickets on the roll, 
since it has been held that discovering an optimum value of a result effective variable 
involves only routine skill in the art. In re Boesch, 617 F. 2d 272, 205 USPQ 215 (CCPA 
1980). Furthermore, applicant has failed to disclose that these values are critical to the 
invention. 

Regarding claims 3, 15 and 17, Austin, Jr., as modified by Friesch and Takeda et 
al., discloses the claimed invention except for the diameter of the roll being less than 4.5 
inches or 6.5 inches. It would have been an obvious matter of design choice to provide 
any required dimension for the diameter of the roll, since such a modification would 
have involved a mere change in the size of a component. A change in size is generally 
recognized as being within the level of ordinary skill in the art. In re Rose, 105 USPQ 
237 (CCPA 1955). Furthermore, applicant has failed to disclose that these values are 
critical to the invention. 

Regarding the stock paper being reply card stock paper (claims 4 and 1 3), a 
recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In a claim drawn to a process of 
making, the intended use must result in a manipulative difference as compared to the 
prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 
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459 (CCPA 1963). In this case, the stock paper disclosed in Fig. 1 , Prior Art is capable 
of performing the intended use of being reply card stock paper. 

Regarding claims 5, 1 0, 1 1 , 1 2 and 1 8, see the above rejections to claim 1 . 

5. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Austin, 
Jr. in view of Friesch. 

Austin, Jr. discloses a tube (26) and a plurality of tickets wrapped around the 
tube, the plurality of tickets having interconnected ends defining rows of perforations 
therebetween (see col. 1, lines 67-68 through col. 2 lines 1-2). 

Austin, Jr. discloses the claimed invention except for the range of the caliper 
characteristic being between 5 and 8. 

Friesch discloses that it is known to provide substrates with a caliper of 7 or less 
(which is between 5 and 8). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time of the invention to provide the substrate as disclosed 
by Austin, Jr. with a caliper of 7, as taught by Friesch, to provide the substrate with a 
dimension that reduces storage space and is economically manufactured. 

6. Claims 21 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over London in view of Takeda et al. , 

London discloses a plurality of tickets comprising a strip of stock paper having 
perforations defining detachable tickets therebetween, the strip being folded along at 
least some of the perforations to form a deck of tickets (as seen in figure 1 ). 
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Regarding the stock paper being reply card stock paper, a recitation of the 
intended use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. In a claim drawn to a process of making, the 
intended use must result in a manipulative difference as compared to the prior art. See 
In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963). In this case, the stock paper disclosed in London is capable of performing the 
intended use of being reply card stock paper. 

London discloses the claimed invention except for the claimed opacity 
characteristic of less than 98%. 

Takeda et al. disclose synthetic paper substrates having an opacity value of 97% 
(which is less than 98%). Therefore, it would have been obvious to one having ordinary 
skill in the art at the time of the invention to provide the substrate as disclosed by 
London with an opacity value less than 98%, as taught by Takeda et al., to optimally 
obscure the appearance of the substrate. 

Regarding claim 23, London discloses each ticket being marked with a serial 
number (see col. 1 , lines 8-12). 

7. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over London 
in view of Takeda et al. and further in view of Friesch. 
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London, as modified by Takeda et al., discloses the claimed invention except for 
the caliper characteristic being in the range of 5 to 8 points. 

Friesch discloses that it is known to provide substrates with a caliper of 7 or less 
(which is between 5 and 8). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time of the invention to provide the substrate as disclosed 
by London with a caliper of 7, as taught by Friesch, to provide the substrate with a 
dimension that reduces storage space and is economically manufactured. 

Response to Arguments 

8. Applicant's arguments filed April 04, 2005 have been fully considered but they 
are not persuasive. 

The rejection based on ASPA. Friesch and Takeda et al. 

Applicant argues that neither ASPA nor Friesch teach or suggest providing the 
ASPA tickets from a substrate having a caliper characteristic between 5 and 8 points. 
Applicant states that ASPA teaches a caliper characteristic of approximately 9.5, not 
less and Friesch discloses a container having a twin substrate having a caliper 
characteristic of 7 or less. 

The examiner maintains that ASPA discloses a substrate having a caliper 
characteristic of approximately 9.5. Since the value of the caliper characteristic is 
approximately 9.5, the value is capable of being less than 9.5. Therefore, ASPA 
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indicates that it is possible to provide the ticket substrate with a caliper characteristic 
that is less than 9.5. Friesch discloses a container having a twin substrate composition. 
Friesch discloses that it is known to provide substrates with a caliper characteristic of 7 
or less (which would be between the claimed value of 5 and 8). Therefore, it would have 
been obvious to provide the substrate of ASPA with a caliper characteristic of 7, as 
taught by Friesch, to provide the substrate with a dimension that reduces storage 
space. 

Applicant further argues that this disclosure is not a teaching or suggestion to 
use paper having a caliper of 7 to provide a ticket. 
A ticket is defined as being: 

Abbr. tkt. A paper slip or card indicating that its holder has paid for or is entitled to a specified 
service, right, or consideration: a theater ticket; an airline ticket.^ 

The indicia supported on the substrate indicates the specified service of the 
holder of the ticket. The ticket itself is formed from a substrate in the same manner as 
the container of Friesch is formed from a substrate. The fact that applicant has claimed 
his substrate to be a ticket instead of a container does not distinguish it from the prior 
art references. 

The examiner continues to maintain that ASPA, as modified by Friesch, discloses 
the claimed caliper characteristic of between 5 and 8 of the ticket. 



1 The American Heritage® Dictionary of the English Language, Third Edition copyright © 1992 by 
Houghton Mifflin Company. Electronic version licensed from INSO Corporation; further reproduction 
and distribution restricted in accordance with the Copyright Law of the United States. All rights 
reserved. 
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Applicant argues that there is nothing in Takeda et al. that would have taught or 
suggested using paper with an opacity of less than 98% in a ticket having a caliper of 
between 5 and 8. 

The examiner continues to maintain that Takeda et al. disclose synthetic paper 
substrates having an opacity value of less than 98% (97%). Therefore, by providing the 
substrate of ASPA, as modified by Friesch, with an opacity value of less than 98%, the 
appearance of the substrate would be advantageously obscured from sight. 

Applicant argues that one of ordinary skill would have understood that to 
optimally obscure the appearance of the substrate, other factors must be considered. 
The examiner asserts that such a discovery of an optimum value of a result effective 
variable would involve routine skill in the art. Takeda et al. disclose that the degree of 
opacity is obtained through various testing procedures to obtain a desired outcome. The 
examiner, therefore, maintains that it would have been obvious to provide the substrate 
of ASPA, as modified by Friesch, with an optimal opacity value for obscuring certain 
indicia printed on the substrate. 

In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
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reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

The rejection based on Austin, Jr., Friesch and Takeda et al. 

Applicant argues that this rejection is improper and maintains the same line of 
reasoning with Austin, Jr. replacing ASPA. 

The examiner, therefore, maintains the same line of reasoning for maintaining 
the rejections of the claims as set forth above with Austin, Jr. replacing ASPA. 

The rejection based on London, Takeda et al. and Friesch 

Applicant argues that the combination of London and Takeda et al. would not 
have been obvious to one having ordinary skill in the art. 

The examiner disagrees. London discloses a plurality of tickets having 
perforations defining detachable tickets therebetween and being folded along some of 
the perforations to form a deck of tickets. London, however, does not disclose the 
claimed ticket opacity. 

The examiner continues to maintain that Takeda et al. disclose synthetic paper 
substrates having an opacity value of less than 98% (97%). Therefore, by providing the 
substrate of London with an opacity value of less than 98%, the appearance of the 
substrate would be advantageously obscured from sight. 
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Applicant argues that one of ordinary skill would have understood that to 
optimally obscure the appearance of the substrate, other factors must be considered. 
The examiner asserts that such a discovery of an optimum value of a result effective 
variable would involve routine skill in the art. Takeda et al. disclose that the degree of 
opacity is obtained through various testing procedures to obtain a desired outcome. The 
examiner, therefore, maintains that it would have been obvious to provide the substrate 
of London with an optimal opacity value for obscuring certain indicia printed on the 
substrate. 

Regarding claim 23, Applicant argues that none of the cited prior art discloses 
each ticket having a marking imprinted thereon for triggering a light and sensor ticket- 
counting device. 

The examiner disagrees. London discloses each ticket being marked with a serial 
number (as seen in column 1, lines 8-12). 

Regarding the functional limitation of the marking triggering a light and sensor 
ticket-counting device, while features of an apparatus may be recited either structurally 
or functionally, claimed directed to an apparatus must be distinguished from the prior art 
in terms of structure rather than function alone. (See MPEP 2114). The examiner 
asserts that the disclosed structure of London is inherently capable of performing the 
recited function, since each ticket comprises printed indicia that could be sensed by a 
ticket-counting device. 

Regarding claim 22, Applicant argues that this rejection is improper and 
maintains the same line of reasoning with London replacing ASPA. 
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The examiner, therefore, maintains the same line of reasoning for maintaining 
the rejections of the claim as set forth above with London replacing ASPA. 
For the reasons as set forth above, the rejections are maintained. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Monica S. Carter whose telephone number is (571) 272- 
4475. The examiner can normally be reached on Monday-Thursday (6:00 AM - 3:30 
PM). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Derris Banks can be reached on (571 ) 272-4419. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



April 19, 2005 




